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DETAILED ACTION 

A request for continued exannination under 37 CFR 1 .1 14, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth In 37 CFR 1 .17(e) has been timely paid, the finality of the prewous Office action 
has been withdrawn pursuant to 37 CFR 1.1 14. Applicant's submission filed on 
November 23, 2004 has been entered. 

This Office Action is a response to Applicant's request for continued examination 
(RCE) filed November 23, 2004, and amendment and response to the Final Office 
Action (mailed March 25, 2004). filed September 27, 2004 wher^n claims 64-85 are 
newly submitted and daim 29 is cancelled. 

Currently, claims 21-25. 27-28, 30-34, and 45-85 are pending in this application. 

Claims 21-25, 27-28, 30-34, and 45-85 are under examination on the merits 
herein. 

This application claims foreign priority to FRANCE Patent Application No. 
00/10008, filed: July 28. 2000 under 35 U.S.C. 1 19(a)-(d). The copy of certified copy of 
the priority has been filed with the instant Application. It is noted that the no translation 
of said French Application into English has been provided. 



Claim Rejections • 35 USC § 102 
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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shaQ t)e entitled to a patent unless - 

(b) the invention was patented or described in a printed puWicalion in this or a foreign country or in public 
use or on sale in this country, mre than one year prior to the date of application for patent in the United 
States. 

Claims 21-25, 30-31, 45, 48-49, 51-58, 64-66, 68-69, 71-72. 74-75, 77-78, 80-81. 
and 83-84 are rejected under 35 U.S.C, 102(b) as being antldpated by Pruche et al. 
(FR 2787319, equivalent to US 6,409,772). 

Pruche et ai. (FR 2787319) discloses a method of applying a composition 
comprising the particular connpound of formula (I), such as the instant connpounds, i.e., 
4,5-dihydroxystiibene-3-0-beta-D glucoside, a physiologically acceptable medium and 
additives to keratinous nraterials such as hair, see dainns 4. 6, 20-21 and abstract in 
particular. The annount of the glucosylated stilbene (0.01-10%) reads on the effective 
amounts recited in the instant dainr^. Pruche et al. also disdoses topically applying the 
composition therein to skin, e.g., dyeing the skin and dyeing hair. 

Response to Argument 

Applicant's arguments filed on September 27, 2004 with respect to this rejection 
of claims made under 35 U.S.C, 102(b) of record stated in the Office Action have been 
fully considered but they are not deemed persuasive to render the dainned invention 
patentable over the prior art as further discussed below. 

Applicant asserts that "while the spedfic compound named by the Examiner is in 
feet named in the 772 patent, the patent encompasses non-glucosylated 
hydroxystilbenes and glucosylated* hydroxystilbenes, indeed the only exemplification 
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therein Is of resveratrol, which is a non-glucosytated hydroxystilbene. The specific 
compound singled out by the Examiner has been singled out only because it can also 
be employed in applicants' methods', it has not been singled out by Pruche et al." 
(emphasis original). 

Contrary to Applicant's assertion, Pruche et al. clearly discloses the instant 
compounds, which are glucosylated hydroxystilbene. such as 4.5-dihydroxystilbene-3- 
0-beta-D glucoside, specifically disclosed in claim 3 of Pruche et al. 

Again, Applicant argues that "applicants are claiming methods, not compositons, 
and that applicants' methods can differ in many respects from those of Pruche et al.". 

Applicants' argument is not found persuasive since Pruche et al. also dearly 
disclose the use of the same compounds herein for topically applying the con^osition 
therein to skin, e.g., dyeing the skin and dyeing hair. 

First, jgiven their broadest reasonable interpretation during patent examination 
(see MPEP 2111), dyeing the hair reads on combating signs of aging of the hair follides 
by changing the gray (the signs of aging) back to the original color of younger age. 
Second, Pruche et al. also disdoses topically applying the sanr>e composition to skin or 
hair as daimed herein. Any properties exhibited by or benefits pro\nded the use of 
composition are inherent and are not given patentable weight over the prior art. A 
chemical composition and its properties are inseparable. 

Moreover, Applicants argue the action of the oxidation dye precursons in the dye 
composition of Pruche et al. Nonetheless, the action of the oxidation dye precursons in 
the dye composition of the prior art is considered to be merely related to the mechanism 
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of action for the prior art. Note that a mechanism of action of a treatment would not by 
itsdf cany patentable weight if the prior art teaches the same or neariy the san^ 
method steps. 

Further, if the prior art teaches the identical chemical structure, the properties 
Applicant discloses and/or claims are necessarily present. In re Spada, 91 1 F.2d 705, 
709, 15 USPQ 1655. 1658 (Fed. Cir. 1990). See MPEP 2112.01. The burden is shifted 
to Applicant to show that the prior art product does not inherently possess the same 
properties as instantly claimed product. The prior art teaches application to the skin of 
compositions containing the same components as instantly claimed, which would 
inherently treat skin and hair as instantly daimed. Applicant has not provided any 
evidence of record to show that the prior art corrpositions do not exhibit the same 
properties as instantly claimed. 

Thus. Pruche et ai. anticipates the claimed invention. 



Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entftled to a patent unless - 

(e) the invention was described In (1) an appitcatton for patent, published under section 122(b). by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an applicatbn for patent by another filed In the United States before the invention by the 
applicant for patent, except that an international applicatbn filed under the treaty defined In section 
351 (a) shall have the effects for purposes of this subsectbn of an application fHed in the United States 
only the intemationat applicatbn designated the United States and was published under Articte 21(2) 
of such treaty in the English language. 
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Claims 21-25, 27-28, 30-34. 45. 48-60. 64-66, 68-69, 71-72. 74-75, 77-78. 80-81 , 
and 83-84 rejected under 35 U.S,C. 102(e) as being clearly antldpated by Pezzuto et aL 
(WO 01/30336). 

Pezzuto et al. (WO 01/30336) disdoses a method for treating or preventing skin 
conditions such as those assodated with sun damage and natural aging conr^rising 
topically administering a composition comprising a topical carrier (emulsifiers. 
solubilizers. emollients. preser>^tives. water) and a prodrug of resveratrol such as ds or 
trans resveratrol glucosides which are the instant compounds (see their structures at 
page 3 in the WO patent, indicatino that trans resveratrol alucoade is 4\5- 
dihvdroxvstilbene-3-O-beta-D qlucoside, see also its names and structure provided by 
STN, PTO-892). See daims 1-10. 20-21 and 43 in particular, Pezutto et al teaches that 
. resveratrol and its glucosides are art equivalents, see for example daims 5 and 8. 
Pezzuto et al. also teaches that compounds such as trans or ds-resveratrol. and trans 
or ds-resveratrol gludocoside have been known to protect low-density lipoproteins 
against oxidation (see page 1 lines 20-23). Thus, these conrpounds are known anti- 
oxidants to be applied to skin. 

Response to Argument 

Applicant's arguments filed on September 27, 2004 with respect to this rejection 
of daims made under 35 U.S.C. 102(e) of record stated in the Office Action have been 
fully considered but they are not deenied persuasive to render the daimed invention 
patentable over the prior art. These remarks are believed to be addressed by the 
rejection presented above. 
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Additionally, Applicants assert that they never adrrttted that ds-resveratrol 
glucoside and trans-resveratrol glucoside are particularty preferred by Pezzuto et aL at 
page 11 of WO 01/30336. in their reniart^s filed December 12. 2003. Nonetheless, 
Applicants' statement is on the record (see page 16 of Applicant's remarics). Hence, cis- 
resveratrol glucoside and trans-resveratrd glucoside, the instant compounds, are 
particularly prefenred by Pezzuto et al. in treating a method for treating or preventing 
skin conditions such as those associated with sun damage and natural aging. Applicant 
also argues that Pezzuto et al. do not indicate why these connpounds are preferred. 
Applicant's argument is not convincing. The answer to why or mechanism of action of 
cis-resveratrol glucoside and trans*resveratrol glucoside in/on the skin is not required to 
under 35 U.S.C. 102 to anticipate the instant daims. Moreover, Pezzuto's method steps 
are same as the instant method steps. See Ex parte A/owfsW, 26 USPQ 2d 1 389. 
Moreover, the daiming of a new use, new function or unknown property which Is 
inherently present in the prior art does not make the daim patentable. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not k>e obtained though the invention is not identically disclosed or de5(7i>ed as set 
forth in section 102 of this tftte. ^ the differences t)etween the subject matter soi^ht to be patented and 
the prbr art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skiD in the ait to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Appircatlon/Control Number: 09/91 5.353 Page 8 

Art Unit: 1617 

Claims 21-25. 27-28, 30-34. and 45-85 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Carson et al. (WO 99/04747 of record), Pezzuto et al, (WO 
01/30336 of record), and Teguo (of record). 

Carson et al. (WO 99/04747) teaches that resveratrol. a phytoestogen present in 
red grapes and wine, is useful in methods of Inhibiting the proliferation of keratinocytes 
and stimulating their differentiation, improving the appearance of wrinkled, lined, dry. 
flaky, aged or photodamaged skin, improving skin thickness, elasticity, flexibility; 
radiance, glow and plumpness, see in particular abstract and dainfte 3-4. Carson et al. 
(WO 99/04747) also teaches that cosmetic conr^ositions containing oraoe extract are 
known in the art, see in particular page 4 lines 23-33. 

Carson et al. does not expressly disdose the employment of olucosvlated 
resveratrol. in the prior art method for ioproving the appearance of wrinkled, lined, dry, 
flaky, aged or photodamaged skin, irr^roving skin thickness, elastidty, flexibility; 
radiance, glow and plumpness. 

Pezutto et al teaches that resveratrol and its glucosides are art eouivalents. i.e., 
conditions that are responsive to resveratrol are also responsive to its glucosides, see 
for example daims 1-10. 

Teguo teaches that E and Z piceid, E-astringen and E-Z resveratroloslde are 
found in Vitis vinifera and Polygunum cuspidamm root, see page 655. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to employ glucosylated resveratrol or grape extract in Carson et 
al.'s methods of treating and/or improving skin conditions. 
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One of ordinary skill in the art would have been motivated to employ grape 
extract in Carson et al.'s methods of treating and improving skin because oraoe extract 
is known to contain both resveratrol and piced (also known as glucos\^ated resveratrol, 
see also its names and structure provided by STN), known to be useful in cosmetic 
compositions. Thus, the grape extract composition used in treating skin is seen to 
dearly provide the rrotivation for the present invention. 

Furthermore the prior art teaches that glucosylated resveratrol is also known to 
be employed in topical composition used in skin treating conrtpositions. 

Response to Argument 

Applicant's argunr^nts filed on September 27, 2004 and again Applicant's 
Exhibits filed on December 12, 2003 with respect to this rejection of claims made under 
35 U.S.C. 103(a) of record in the previous Office Action have been fully considered but 
are not deen^d persuasive as to the nonobviousness of the claimed invention over the 
prior art. These refrart<s are believed to be addressed by the rejection presented above. 

Additionally, Applicant asserts that the presently claimed invention also 
possesses surprising and unexpected results which confimns its nonobviousness; that 
is, the presentiy claimed invention discloses unexpected results and advantages for the 
use of glycosylated hydroxystilbene. Contrary to Applicant's assertion, the results of 
glycosylated hydroxystilbene in the composition to apply to skin in tiie method of 
treatment herein have been anticipated, taught and suggested by the cited prior art 
heran. Therefore, the results herein are deariy expected and not unexpected based on 
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the dted prior art. Moreover, expected beneficial results are evidence of obviousness. 
See MPEP§ 716.02(c). 

Further, a^n. if the prior art teaches the identical chemical stoicture, the 
properties Applicant discloses and/or claims are necessarily present. In re Spada, 91 1 
F26 705, 709, 15 USPQ 1655, 1658 (Fed. Or. 1990). See MPEP 21 12.01 The burden 
is shifted to Applicant to show that the prior art product does not inherently possess the 
same properties as instantly dainr^d product. The prior art teaches application to the 
skin of compositions containing the same components as instantly daimed, which would 
inherently treat skin and hair as instantly daimed. Applicant has not provided any 
evidence of record to show that the prior art compositions do not exhibit the same 
properties as instantly daimed. 

In view of the rejections to the pending daims set forth above, no daims are 
allowed. 

Any inquiry concerning this communication or eariier communications from the 
examiner should be direded to Examiner Jiang, whose telephone number is (571 )272- 
0627. The exantiner can nomially be reached on Monday-Friday from 9:00 to 5:00, 

If attempts to reach the exarriner by telephone are unsuccessful, the examiner's 
supervisor, Sreenivasan Padnr^nabhan, Ph.D., can be reached on (571)272-0629. The 
fax phone number for the organization where this application or proceeding is assigned 
is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications nnay be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infonmation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBCVaf866-217-9197 (toll-free). 



S. Anna Jiang; Ph.D 
Primary Examiner 
Art Unit 1617 
February 23, 2005 
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CHEMCATS COPYRIQHT 2004 ACS on STN 
(AN): 2003:7451 CHBMCATS 
(00) : Apin Chen&icals 
(PD) X 8 Jan 2003 
(ON) : N17557 p 

If <CN) : PICBID, 5.4' -PihvdraxY*3 -qlucoDvranosylat ilbene ^ 
I (CN) : £sg3£e £atroI^lucgside. 4 ' . 5-Dihytiraxystilbene-3>0 

P-P-qlu^osi de ' ™ - 

(RN) : 27208-S0-6 
(LSP) t (H0}Cra4CH:CHC6H3 (OH) (O-Glucosyl) 



Absolute stereochemistry. 
Double bond geoznetry as shown. 




PRICKS 

<^i^tity : Price: contact supplier 

COMPANY INFORMATION 

Apin Chemical Ltd. (UK) 
44c Milton Park 
Abingdon, Oxon, 0X14 4R0 
United Kingdom 



